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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 

Claims 1-25 have been examined. 



Priority 

Acknowledgment is made of applicant's claim for foreign priority under 35 U.S.C. 1 19(a)- 
(d). The certified copy has been filed in parent Application No. 001 14333.8, filed on 7/4/2000. 

Applicant has not complied with one or more conditions for receiving the benefit of an 
earlier filing date under 35 U.S.C. 1 1 9(e) as follows: 

An application in which the benefits of an earlier application are desired must contain a 
specific reference to the prior application(s) in the first sentence of the specification or in an 
application data sheet (37 CFR 1 .78(a)(2) and (a)(5)). The specific reference to any prior 
nonprovisional application must include the relationship (i.e., continuation, divisional, or 
continuation-in-part) between the applications except when the reference is to a prior application 
of a CPA assigned the same application number. 

information Disciosure Statement 

The information disclosure statement (IDS) submitted was filed after the mailing date of 
the 7/5/01 . The submission is in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
information disclosure statement is being considered by the examiner. 



Drawings 

The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
do not include the following reference character(s) mentioned in the description: 
• Note page 6, line 29, "AD". 

Corrected drawing sheets are required in reply to the Office action to avoid abandonment 
of the application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being amended. 
The replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 
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CFR 1 .84(c)) so as not to obstruct any portion of the drawing figures. If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

Claim 2 objected to because of the following informalities: 
• Note line 12, "transmitted part" is apparently transmitting part. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 4 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 

particularly point out and distinctly claim the subject matter which applicant regards as the 

invention. 

Claim 4 recites the limitation "the offered" in lines 1 1 and 12. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 
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Claims 1,2, 14, 15, 21, and 22 rejected under 35 U.S.C. 102(b) as being anticipated by 
Shah (U.S. 6,029,065). 

As per claims 1 and 21, Shah discloses a system, as claimed, comprising: 

• a server for interrogating hardware and software configurations of a plurality of terminal 
devices having a software transmitting part for loading software and data that is 
customized to the detected terminal devices (column 3, lines 25-40); 

• a plurality of terminal devices for transmitting configuration code to central server in 
response to interrogation (column 7, lines 24-27), also for storing software (column 7, 
lines 30-35), these happening at certain times (column 6, lines 39-49); and 

• interactive specifying of a charging mode for software (column 8, lines 31-41), 

In considering claim 21 , Shah further discloses a terminal device displaying a charging mode 
for selected software (columns 8 and 9, lines 65-67 and 1-5 respectively). 

As per claims 2 and 22, Shah discloses a system, as claimed, comprising: 

• the server offering software from a stored addressable memory; and 

• an offer display in the terminal devices for requesting software from the server and 
accepting or rejecting the software (see Fig. 2 ad column 9, lines 54-61 ). 

While not expressly stated, Shah inherently discloses a memory for offering software. It is 
implied that the software residing on the server taught by Shah has a storage unit of different 
software relating to different configurations in order to service different configurations of terminal 
devices. 

As per claim 14, Shah discloses a telecommunications network, as claimed, where the 
software that is downloaded includes update software for updating software stocks that are stored 
in the terminal devices (column 8, lines 36-40). 

As per claim 15, Shah discloses a method of operating a telecommunication network, as 
claimed, comprising steps of: 
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• interrogating current software and hardware configurations of terminal devices (column 3, 
lines 25-40); 

• transmitting configuration from terminal device to server (column 7, lines 24-27); 

• serving sending offer information to terminal device (Fig. 2 and column 9, lines 54-61); 
and 

• displaying offer information in terminal device, and a request or reject signal from terminal 
device (Fig. 2 and column 9, lines 54-61). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 3, 4, and 17 rejected under 35 U.S.C. 103(a) as being unpatentable over Shah as 
applied to claim 2 above. 

As per claims 3 and 17, although Shah discloses substantial features of the claimed 
invention (discussed above), he fails to directly disclose a filtering method based on previously 
rejected software by the terminal device. However, it would have been obvious to a person 
having ordinary skill in the art to stop offering software, which the terminal device has rejected. 
The desirability and advantages of having such a filtering means would be for the convenience of 
the user since the user would not have to continually decline the same software they do not want, 
analogous to a software system for allowing a user to stop checking for software updates by 
checking a box. 

As per claim 4, Shah discloses a telecommunication network, as claimed, comprising: 
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• a charging mode for one of the offered software or data, charging mode 
transmitting part in the server, charging mode display, and charging mode 
confirmation (column 8 to column 9, lines 65-67 and 1-5, where the charging 
mode is considered the toll, and the transmitting part considered the base station 
sending a message). 

While not expressly stated, Shah implies that the server included a memory storage area for 
implementing the charge mode offering suitable for different terminal devices and their 
configurations. 

Claims 5, 6, 16, and 24 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shah as applied to claims 1,15, and 21 above, and further in view of Chen et al. (U.S. 
5,797,016). 

Although Shah discloses substantial features of the claimed invention (discussed above), 
he fails to directly disclose a system where software can be stored and transferred to and from 
the server and terminal device. However, these features are well known in the art and would 
have been an obvious modification of the system disclosed by Shah, as evidenced by Chen et al. 

In an analogous art, Chen et al. discloses a system with a backup server for storing files 
or current software configurations (column 3, lines 32-34) from a terminal device (column 4, lines 
39-43, where files can also be transmitted from the server to the terminal device [column 2, lines 
63-67]), as claimed above. 

Given the teaching of Chen et al., a person having ordinary skill in the art would have readily 
recognized the desirability and advantages of modifying Shah by employing a server that can 
store files from terminal devices, such as disclosed by Chen et al., in order to backup current 
software configurations incase new installations are not successful, the old software can be 
restored (column 3, lines 32-34). 

In considering claim 6 t Chen et al. further discloses a conditional update (column 4, lines 
37-43, where creation of the back job is considered conditional on the part of the administrator). 
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Claims 7, 12, 13, and 23 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shah as applied to claims 1 and 21 above, and further in view of Valentine et al. (U.S. 6,018,654). 

As per claims 7 and 23 although Shah discloses substantial features of the claimed 
invention (discussed above), he fails to directly disclose network-specific signaling parts on the 
basis of a SIM card. However, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Shah, as evidenced by Valentine et al. (U.S. 
6,018,654). 

In an analogous art, Valentine et al. disclose a system with a server with a transmitting 
part for transmitting software to mobile devices [Figure 3, (170, 20)] using signaling parts on the 
basis of a SIM card (column 3, lines 7-12). 

Given the teaching of Valentine et al., a person having ordinary skill in the art would have readily 
recognized the desirability and advantages of modifying Shah by employing signaling parts on the 
basis of a SIM card, such as disclosed by Valentine et al., in order to interactively download 
software (see Fig. 4, and columns 4, lines 15-27). 

As per claim 12, although Shah discloses substantial features of the claimed invention 
(discussed above), he fails to directly disclose software for implementing non-network-bound 
auxiliary functions. However, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Shah, as evidenced by Valentine et al. 

Valentine et al. disclose a system with a server with a transmitting part for transmitting 
software to mobile devices [Figure 3, (170, 20)] where the software being transmitted is non- 
network bound (column 1, lines 44-52, where tone data is considered non-network bound). Given 
the teaching of Valentine et al., a person having ordinary skill in the art would have readily 
recognized the desirability and advantages of modifying Shah by employing software for 
implementing non-network-bound functions such as ring tones, such as disclosed by Valentine et 
al., in order to provide users with entertainment or, in the case of ring tones, help them determine 
the caller without picking up the phone (column 1 , lines 29-38). 
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As per claim 13, it would have been obvious to a person having ordinary skill in the art to 
offer software for implementing auxiliary services, since the type of software is simply a choice 
left up to the designer. The desirability and advantages of implementing auxiliary services would 
be for conveniently allowing the user to connect to the Internet using well-known applications 
such as a web browser or IM chat client. 

Claims 8 and 18 rejected under 35 U.S.C. 103(a) as being unpatentable over Shah as 
applied to claims 1 and 15 above, and further in view of Pepe et al. (U.S. 5,742,668). Although 
Shah discloses substantial features of the claimed invention (discussed above), he fails to directly 
disclose a central server, which acts as an intermediate station between two terminal devices for 
loading data from one terminal device to another. However, these features are well known in the 
art and would have been an obvious modification of the system disclosed by Shah, as evidenced 
by Pepe et al. 

In an analogous art, Pepe et al. disclose a telecommunications network with a central 
server used for transmitting data between devices (column 13, lines 29-39). Devices include 
cellular phones, PDAs, and email from workstations [Figure 1, (32, 30, 22)]. 
Given the teaching of Pepe et al., a person having ordinary skill in the art would have readily 
recognized the desirability and advantages of modifying Shah by employing a central server to 
act as an intermediate station to load software between devices, such as disclosed by Pepe et 
al., in order to communicate messages between devices from anywhere at anytime (column 1 , 
lines 42-43). 

Claims 9-11, 19, 20, and 25 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shah as applied to claims 1,15, and 21 above, and further in view of Shear (U.S. 4,977,594). 

As per claims 9 and 19, although Shah discloses substantial features of the claimed 
invention (discussed above), he fails to directly disclose determining the validity of software and 
usage authorization. However, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Shah, as evidenced by Shear. 
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In an analogous art, Shear discloses a system for distributing data with a validation 
storage unit for storing authorization data, and determining the validity of data of terminal devices 
(column 14, lines 29-36). 

Given the teaching of Shear, a person having ordinary skill in the art would have readily 
recognized the desirability and advantages of modifying Shah by employing the validation storage 
unit, such as disclosed by Shear, in order to bill the user according to the amount of resources 
used (column 3, lines 52-59). In a software/data distributing environment where resources are 
not free, it would be advantageous for the supplier of the software/data to keep track of the 
software being deployed in order to charge the appropriate amount to the user. 

As per claims 10 and 20, although Shah discloses substantial features of the claimed 
invention (discussed above), he fails to directly disclose terminal devices with application counter 
elements, and a server including an arithmetic evaluation unit. However, these features are well 
known in the art and would have been an obvious modification of the system disclosed by Shah, 
as evidenced by Shear. 

In an analogous art, Shear discloses a system for distributing data to terminal devices 
with a use-based charging mode to keep track of the amount of usage by a terminal device where 
the terminal device has a counter, and server has an evaluation unit (column 13, lines 47-60). 
Given the teaching of Shear, a person having ordinary skill in the art would have readily 
recognized the desirability and advantages of modifying Shah by employing a server with an 
evaluation unit and terminal devices with counters, such as disclosed by Shear, in order to bill the 
user according to the amount of resources used (column 3, lines 52-59). In a software/data 
distributing environment where resources are allocated on a subscriber basis, it would be 
advantageous for the supplier to keep track of the usage to appropriately bill the users. 

As per claims 1 1 and 25, although Shah discloses substantial features of the claimed 
invention (discussed above), he fails to directly disclose a transmission unit used for transmitting 
messages to the terminal device relating to the application counter status. However, these 
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features are well known in the art and would have been an obvious modification of the system 
disclosed by Shah, as evidenced by Shear. 

In an analogous art, Shear discloses a system for distributing data, which includes a 
transmission unit for displaying application counter status for a terminal device user indicating the 
usage statistics of the used resources. 

Given the teaching of Shear, a person having ordinary skill in the art would have readily 
recognized the desirability and advantages of modifying Shah by employing a transmission unit 
used for displaying the application counter status (column 15, lines 33-47), such as disclosed by 
Shear, in order to bill the user according to the amount he has used the resources (column 3, 
lines 52-59). Further, Shear does not expressly state that the counter status is displayed to the 
user through their display. However, it would have been obvious to a person having ordinary skill 
in the art to show the counter status to the user through their terminal display. The desirability 
and advantages of providing the counter status information through the users' display would be to 
easily monitor their usage. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
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